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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee 
set forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1.1 14, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's 
submission filed November 14, 2006 has been entered. Claims 1-2, 5-9, 13-17 and 
20-21 are deleted. Claims 3 and 22-23 are amended. Now, Claims 3-4, 10-12, 18- 
19 and 22-37 are pending. 

Claim Rejections - 35 USC § 112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

3. Claim 4 is rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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In Claim 4, "oxyalkylene group is selected from the group consisting of 
polyoxyalkylene groups" causes confusion because obviously an oxyalkylene 
group is not a polyoxyalkylene group. 

Double Patenting 

4. Rejections of Claims 10-12, 18-19 and 22-34 under double patenting 
rejections are maintained because the rejections are adequately set forth in 
paragraph 3 of Paper No. 061006. Applicant's arguments have been fully 
considered but they are not persuasive because of the same reasons set forth in the 
rest of this Office action. 

Claim Rejections - 35 USC §102 

5. Rejection of Claims 3, 10-12 and 1 8-19 under 35 USC 102(e) as being 
anticipated by Lu (US 2004/0001799), rejection of Claims 3, 10-12, 18-19 and 22- 
34 under 35 U.S.C. 102(e) as being anticipated by Lu548 (US 2003/0235548), 
rejection of Claims 3, 10-12, 18-19 and 22-37 under 35 U.S.C. 102(e) as being 
anticipated by Lu553 (US 2003/0235553), rejection of Claims 3, 10-12, 18-19 and 
22-37 under 35 U.S.C. 102(e) as being anticipated by Hansenne (US 
2004/0126336), rejection of Claims 3, 10-12, 18-19 and 22-37 under 35 
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U.S.C. 102(e) as being anticipated by Yu552 (US 2003/0235552), rejection of 
Claims 3, 10-12, 18-19 and 22-37 are rejected under 35 U.S.C. 102(a),(e) as being 
anticipated by Tournilhac (US 2003/0072730), rejection of Claims 3, 10-12, 18-19 
and 22-37 are rejected under 35 U.S.C. 102(e) as being anticipated by Ferraril88 
(US 2003/0170188), rejection of Claims 3, 10-12, 18-19 and 22-37 are rejected 

■ 

under 35 U.S.C. 102(a),(e) as being anticipated by Ferrari348 (US 2003/0068348), 
rejection of Claims 3, 10-12, 18-19 and 22-37 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Yul54 (US 2004/0 1 1 5 1 54), rejection of Claims 3, 10-12, 
18-19 and 22-37 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Yul53 (US 2004/0115153), rejection of Claims 3, 10-12, 18-19 and 22-37 are 
rejected under 35 U.S.C. 102(e) as being anticipated by Yu912 (US 2004/0120912) 
and rejection of Claims 3, 10-12, 18-19 and 22-37 are rejected under 35 
U.S.C. 102(e) as being anticipated by Lu030 (US 2003/0232030) are maintained 
because the rejections are adequately set forth in paragraph 5 of Paper No. 01 1006. 
Applicant's arguments have been fully considered but they are not persuasive. The 
focus argument related to the core patentability is discussed below. 

For Applicants' argument (Remarks, page 7, last paragraph), the claimed 

■ 

invention (except Claim 4) does not specify the specific oxyalkylene groups. 
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For Applicants 5 argument (Remarks, page 8, 1 st to 3 rd paragraphs and page 9, 
1 st paragraph), since X in formula (I) can be CI to C30 alkylenediyl group, upon 
interrupting with one or more oxygen atoms, the number of oxyalkylene groups 
should fall within the claimed range of w set forth in the present invention. Thus, 
the alkylenediyl group interrupted with one or more oxygen atoms contains 
oxyalkylene groups. 

For Applicants' argument (Remarks, page 8, last paragraph), "no need 
would exist to modify the formula (I) polymers by adding oxyalkylene groups to 
them to obtain the claimed polymers" appears to be irrelevant because the nature of 
the instant rejections is anticipation. 

6. Claims 3-4, 10, 22-30, and 35-37 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Wittmann (US 4 822 852). 

Wittmann discloses a composition comprising a copolyamide containing 
formula (I). The polyamides containing polydiorganosiloxane carbonamide units 
may be prepared by partly replacing the dicarboxylic acid(s)/derivative(s) and/or 
the diamine or the lactam or the aminocarboxylic acid in processes known per se 
for the production of polyamides, for example melt condensation or interfacial 
condensation of dicarboxylic acids or derivatives thereof and diamines or of 
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aminocarboxylic acids and lactams, by corresponding amino- or carboxyl- 
terminated, so-called organofunctional polydiorganosiloxane compounds, (col. 2, 
lines 49-59) The polydiorganosiloxane units may be attached either to one another 
and/or to the polyamide-forming components (including the polyether diamines) 
through the carbonamide groups. The use of the organofunctional 
polydiorganosiloxane components is characterized in that, after the incorporation 
reaction, only a very small proportion can be extracted from the polyamide with a 
good solvent for the starting siloxane. (col. 5, lines 16-23) These polyoxyalkylene 
ether diamines may be prepared, for example, by animation of polyoxyalkylene 
etherdiols underpressure, by addition of acrylonitrile to polyetherdiols and 

* 

subsequent reduction of the nitrile group, by alkali-catalyzed hydrolysis of NCO 
prepolymers of polyetherdiols and (cyclo)aliphatic diisocyanates or by other 
known methods. Examples of polyether diamines eminently suitable for use in 

accordance with the invention are the commercially available Jeffamines®. (col. 4, 

lines 57-66) The polyoxyalkylene ether diamine can be derived from oxyethylene, 
etc. preferably with a molecular weight of 400 to 3500. (col 4, lines 39-56) Since 
the formula weight of oxyethylene is 44, Wittmann discloses a polyoxyethylene 
ether diamine that can have about 9 to about 79 units of oxyethylene groups. 
The content of the polydiorganosiloxane in the copolyamide can be 15% wt. The 
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copolyamide can contain residue derived from polyether diamine (such as 
polyoxyethylene diamine, etc.) in an amount of 0.1 to 20% wt or 0.5 to 5% wt. 
(col. 4, lines 39-56). Thus, the copolyamide can have a 
dimethylsiloxane/oxyethylene ratio (corresponding to z/w ratio in the present 
invention) of about 0.4 to about 100 or about 2 to about 18 because the formula 
weights of a dimethylsiloxane unit and an oxyethylene are 74 and 44, respectively. 

For Applicants' argument (Remarks, page 6, last paragraph to page 7, 3 rd 
paragraph), obviously "p = 0.1" recited in Wittmann (col. 3, line 13) is a 
typographical error. It should read "p = 0, 1" as indicated col. 3, lines 36-43. 
Furthermore, Wittmann 5 s polyoxyalkylene moieties are derived from oxyethylene, 
oxypropylene, etc. as described in col. 4, lines 39-56. The formula (I) containing - 
Si-Op-X- moiety is merely a part of the copolyamide. 

7. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Kuo-Liang Peng whose telephone number is 
(571) 272-1091 . The examiner can normally be reached on Monday-Friday from 
8:30 AM to 5:00 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Randy Gulakowski, can be reached on (571) 272-1302. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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January 18, 2007 



Kuo-Liang Peng 
Primary Examiner 




Art Unit 1712 



